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Via OVERNIGHT MAIL

United States Patent & Trademark Office
Trademark Trial and Appeal Board

P.O. Box 145]

Alexandria, VA 22313-1451

Re: Opposition No. 91165792
Phase Forward Incorporated v. Phasedata Corp.
Mark: PHASE
Opposer Response to Applicant Motion for Summary Judgment

Dear Sirs:

Attached, please find Opposer Phase Forward Incorporated’s 1) Motion under Fed R.Civ.P.
56(f) for a Continuance of the Disposition or Denial of Applicant’s Motion for Summary Judgment;
2} Memorandum of Law in Support of Opposer’s Motion under Fed. R.Civ.P. 56(f) for a Continuance
of the Disposition or Denial of Applicant’s Motion for Summary Judgment; and 3) Affidavit of M.
Kelly Tillery, Esquire in Support of Opposer’s Motion under Fed . R.Civ.P. 56(f) for a Continuance of
the Disposition or Denial of Applicant’s Motion for Summary Judgment.

Opposer hereby seeks denial of Applicant’s Motion for Summary Judgment, or in the
alternative, pursuant to Fed.R.Civ.P 56(f) to grant a continuance of time in which Opposer may
obtain additional facts, information and/or documents to adequately respond to Applicant’s Motion.
Should the Board deny Opposer’s Motion, Opposer respectfully requests an additional thirty (30)
days to respond to the substantive issues raised in Applicant’s Motion.

If you have any guestions, please contact me at the address above. Thank you.

“N Kelly Tillery
Intellectual Property Counsel for Phase
Forward Incorporated

MKT/edo
ENCLS
ce: Phase Forward Incorporated
Philadelphia Washingeon, D.C. Detrait New York Piusburgh

PRUEGATTFINIYE TV {ISTNRUTTDOU
Berwyn Harrisbueg Grange County Princeron Wilmington

www.pepperlaw.com



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PHASE FORWARD INCORPORATED
Opposer, Opposition No.: 91165792
V. Serial No. 78/433,790
PHASEDATA CORP., '

Applicant.

OPPOSER’S MOTION UNDER Fed. R. Civ. P. 56(f) FOR A
CONTINUANCE OF THE DISPOSITION OR DENIAL OF
APPLICANT’S MOTION FOR SUMMARY JUDGMENT

Pursuant to Fed R.Civ.P. 56(f), Opposer PHASE FORWARD INCORPORATED hereby
moves for a continuance of the disposition of the Motion for Summary Judgment filed by
Applicant PHASEDATA CORP., to permit essential discovery to be taken. In support of this
Motion, Opposer notes that there remains significant, relevant discovery to be taken in this case
that bears directly on the material issues of fact raised in Applicant’s Motion for Summary
Judgment. This discovery includes, among other things, the Deposition of Applicant’s Corporate
Designee(s) and further clarification and/or supplementation of Applicant’s limited, inadequate
responses to Opposer’s Interrogatories and Request for Production of Documents and Things.
Many of the outstanding issues outlined in Opposer’s Memorandum and accompanying Affidavit
are intensely fact-based and much of the knowledge relevant to such disputes is uniquely in the
hands of Applicant.

Although the law and Record evidence developed to date are sufficient to require the

denial of Applicant’s Motion, Applicant’s Motion should further be denied or continued because
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Opposer has not yet had an opportunity to take full discovery'. Should the Board grant
Opposer’s request for a continuance, Opposer requests the Board Order an additional sixty (60)
day extension to conclude discovery,

In support of this Motion, Opposer submits: 1) an Affidavit of Counsel M. Keily Tillery,
Esquire specifically detailing the absent information and/or documentation from Applicant
sufficient to show the existence of a genuine issues of material fact for Trial; and 2) an
accompanying Memorandum of Law in  Support of Opposer’s Motion under Rule 56(f) for a
Continuance of the Disposition or Denial of Applicant’s Motion for Summary Judgment.

Finally, should the Board fail to grant Opposer’s Motion, Opposer hereby moves for and
respectfully requests an extension of thirty (30) days to respond substantively to Applicant’s
Motion for Summary Judgment.

Respectfully submitted

PEPPER HAMILTON LLP
By A e
M. Kelly-Fillery, Esquire

Attorneys for Opposer
PHASE FORWARD INCORPORATED
3000 Two Logan Square
18" and Arch Streets
Philadelphia, PA 19103-2799
(215) 981-4000 (tel)
(215) 981-4750 (fax)

o tilleryk{@pepperlaw.com

DATED: [2/27/25”

! All proceedings herein have been suspended as of December 20, 2005 so Opposer cannot proceed to take
the required discovery until and unless its Motion is granted.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PHASE FORWARD INCORPORATED
Opposer, Opposition No.: 91165792
V. Serial No. 78/433,790
PHASEDATA CORP., ;

Applicant.

MEMORANDUM OF LAW IN SUPPORT OF OPPOSER’S MOTION UNDER Fed. R.
Civ. P. 56() FOR A CONTINUANCE OF THE DISPOSITION OR DENIAL OF
APPLICANT’S MOTION FOR SUMMARY JUDGMENT

Opposer PHASE FORWARD INCORPORATED (hereinafter “PFI” or “Opposer”), by
and through its undersigned Counsel, hereby submits this Memorandum of Law in support of its
Motion Under Federal Rule of Civil Procedure 56(f) for a Continuance of the Disposition of
Applicant  PHASEDATA CORPORATION’s (hereinafter “PHASEDATA™) Motion for
Summary Judgment, or in the alternative, Denial of Applicant’s Motion for Summary Judgment.
Opposer respectfully request that the Board grant the Continuance in favor of PFI and allow for
the taking of additional discovery, including, but not limited to the Deposition of
PHASEDATA’s Fed.R.Civ.P. 30(b)(6) Corporate Designee. As explained below, Opposer has
insufficient information and documentation to respond to Applicant’s Motion for Summary
Judgment and cannot adequately contest Applicant’s assertion that there exist no genuine issues

of material fact and that this matter should be decided upon Motion for Summary Judgment.
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L. STATEMENT OF FACTS

A. HISTORY OF MATTER

This matter arises over PFI’s Opposition to PHASEDATA’ Application for Registration
of the word-mark PHASE (No. 78/433,790) for “computer software for online database
management of content, customers and orders for use by businesses in conducting e-commerce”
as indicated in Application and File History currently on record.

In response to PHASEDATA’s Application, with the belief that substantial damage and
dilution with regard to its marks, good name and reputation would ensue if Applicant’s use of the
mark “PHASE” was granted, PFI filed a Notice of Opposition on July 7, 2005 based on its
International Class 09 word-mark PHASE FORWARD (No 2,366.760) and design marks
PHASE FORWARD (Nos. 2,580,055 and 2,599,003) for similar goods and services listed in
International Classes 09 and 42  (Copies of each Registration were attached to Opposer’s Notice
of Opposition and are currently of Record).

Thereafter the Parties have engaged in some, limited Discovery during the period
prescribed by the Trademark Trial and Appeal Board (“TTAB”) from July 28, 2005, with the
anticipation that discovery would continue until January 24, 2006, if not extended by mutual

agreement of the parties. See, Bd. Order Setting Trial Dates, July 8. 2005. The Parties have each

served and received responses to Interrogatories and Requests for Production of Documents and
Things. In addition, Applicant has served and received responses to its Requests for Admissions.
However, to date, Applicant has failed to properly submit any of this evidence of Record and has

prematurely filed Motion for Summary Judgment relying upon same.
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B. APPLICANT PROVIDES INADEQUATE DISCOVERY RESPONSES TO
ESTABLISH FACTS NECESSARY TO SUPPORT A MOTION FOR
SUMMARY JUDGMENT

Applicant has responded to Opposer’s Interrogatories with vague answers insufficient to
adequately determine pertinent facts, including, but not limited to, what industries PHASEDATA
serves, the scope and types of clients, client lists, annual sales, what the product and/or related
services to which the mark PHASE is affixed actually does and further clarification as to how it
defines the terms included in its goods and services description. Applicant’s fatlure to provide
these facts prevents any determination as to whether or not a likelihood of confusion exists. The
full extent of the facts which Opposer would require to adequately respond to Applicant’s
Motion for Summary Judgment are listed in the attached Affidavit of M. Kelly Tillery, Esquire.
{(See Exhibit “17).

Further, Applicant’s response to Opposer’s twenty-two (22) Document Requests returned
only a total of three (3) documents of six (6) pages comprising: (a) the year 2000 sample
invoices; (b) a radio advertising billing statement; and (c) a Google advertising statement.
Opposer has yet to take the Deposition of PHASEDATA Corporate Designee(s) to clarify the
above and to determine the full scope of Applicant’s mark, the goods Applicant produces and the
industries Applicant serves. Opposer has issued a Notice of Deposition (see Exhibit “B” of
Affidavit of M, Kelly Tillery, Esquire), with the understanding that such further discovery will
be suspended by the Board until a ruling on Applicant’s Motion is reached.

In order for the Board to rule on the subsequent merits of this matter, the Board must
determine whether a likelihood of confusion exists by analyzing all probative facts of record that

apply to the thirteen (13) factor du Pont test. See Inre E. 1. du Pont de Nemours & Co., 476 F.2d

1357, 177 USPQ 563 (CCPA 1973). At this time, based on the amount of evidence properly
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submitted on the Record, Opposer cannot respond to Applicant’s bare assertions without
obtaining additional facts and/or documents. Further, Opposer has yet to obtain all necessary
information to argue in support of likelihood of confusion under all factors of the du Pont test.
Opposer’s Affidavit of M. Kelly Tillery, Esquire further sets out many of the absent facts,
information and/or documents which are imperative for Opposer to adequately respond.

H. ARGUMENT

Applicant’s Motion for Summary Judgment includes many conclusory allegations, relies
on documentation and evidence not properly of Record (even under the Board’s relaxed
Summary Judgment Motion procedures under TBMP §528.05), fails to include any Affidavits,
and presents new statements of fact never previously provided to Opposer. While Applicant is
entitled to file a Rule 56(b) Motion for Summary Judgment, Opposer cannot adequately respond
by presenting the necessary Affidavits and other evidence to support its argument that multiple
genuine issues of material fact exists.

A. SUMMARY JUDGMENT STANDARD

The granting of a Motion for Summary Judgment is appropriate where “the pleadings,
depositions, answers to interrogatories, and admissions on file, together with the affidavits, if

any, show that there is no genuine issue of as to any material fact” Fed.R. Civ. P. 56(c). Further,

where based on the documentation before it, if no additional evidence relating to the issue is

available, the Board may decide the issue in lieu of allowing a full trial. Oshman’s Sporting

Goos v. Highland Import Corp., 16 USPQ 2d 1395, 1397 (TTAB 1990).

The evidentiary record upon which the moving party may rely on in support of its Motion
for Summary Judgment may include the Application file, the pleadings in the case and any

pleaded Registration that was attached to the Notice of Opposition or Answer. Any additional
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evidence must be attached to the motion and may include discovery depositions, answers to
interrogatories, documents produced in response to a request for production, and answers to

requests for admissions. Trademark Rule 2.127(e}(2).

Any doubt as to the existence of material factual issues must be resolved in favor of the
non-moving party as well as all inferences from undisputed facts must be placed in a light most

favorable to same non-moving party. Univ. of Wis. Book Store v. Univ. of Wis. Bd. of Regents,

33 USPQ 2d 1385, 1389 (TTAB 1994); Opryland USA. Inc. v. Great Am. Music Show, Inc., 23

USPQ 2d 1471, 1472, 970 F.2d 847 (Fed. Cir. 1992). Any doubt “as to whether or not particular
factual issues are genuinely in dispute must be resolved against the moving party.” Univ. of

Wis. Book Store, 33 U.S.P.Q. 2d at 1389,

B, RULE 56(f) APPLICATION STANDARD

Pursuant to Fed.R.Civ.P. 56, where a Summary Judgment Motion is made and supported
as provided by the rules, the non-moving party’s response must not be mere denials, but must
rely on affidavits or otherwise, indicating there exists a genuine issue of material fact for trial.

Fed.R.Civ.P. 56(e). The opposing party must set forth specific facts showing the genuine issue

for trial. Id.

However, where it is simply not possible for the non-moving party to present affidavits
responding to the Motion for Summary Judgment without first taking discovery, the non-moving
party may move under Rule 56(f) and request that additional discovery be taken before

responding to the Summary Judgment Motion. GARY D. KRUGMAN, TRADEMARK TRIAL AND

APPEAL BOARD PRACTICE AND PROCEDURE § 3:97 (last updated Oct. 2005). Such use of a
Rule 36(f) Motion is particularly useful where the non-moving party has been unable, as here, to

discover essential information to his opposition. See Anderson v. Liberty Lobby, Inc., 477 US
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242, 250 (1986). Further, where the information and relevant facts upon which the summary
judgment motion is predicated are within the control of the maving party, as here, a Rule 56(f)

Affidavit is particularly persuasive. T. Jeffery Quinn, Discovery Safeguards in Motions for

Summary Judgment: No Fishing Allowed. 80 TMR 413,415 (1990).

Under Rule 56(f) the non-moving party must state, by affidavit, its reasons why
discovery is needed to support its opposition to the summary judgment motion. Keebler Co. v.

Murray Bakery Products, 9 USPQ 2d 1736, 1739 (Fed. Cir. 1989). Where the affidavits

submitted by the non-moving party appear to show that the non-moving party cannot, for
specific reasons presented in the affidavit, adequately respond to the Motion for Summary

Judgment, the Rule 56(f) Motion should be granted. Opryland USA. Inc. v. Great Am. Music

Show, Inc., 23 USPQ 2d. 1471, 970 F.2d 847, 852 (Fed. Cir. 1992).

The non-moving party’s request for facts and other information and/or documentation,
presented in the Affidavit need be more than a “mere speculative hope of finding evidence that
might tend to support a claim” Id. (acknowledging that further discovery needed as to public
perception of the relationship between the parties and actual confusion). The Rule 56(f)
Affidavit cannot rest simply on general terms that discovery is needed to discover yet unknown
information that may used to support a position and cannot mask as a mere fishing expedition.
See Keebler Co,, 9 USPQ 2d at 1739,

Finally, it is accepted that where the discovery period has concluded and the non-moving
party has taken no discovery, the Board is likely to look unfavorably upon a Rule 56(f) Motion,
as this would amount to a reward for the non-moving party’s lack of diligence. See KRUGMAN at
§ 3:97. However, where the discovery period is open and parties are actively taking discovery, a

Rule 56(f) Order is warranted. A grant of Summary Judgment may later be held as error when

PHLEGAL: #1837255 v1 (13DMV011.DOC)



discovery is not complete. Burnside-Ott Aviation Training Ctr. v. United States., 985 I2d. 1574

(Fed Cir. 1993), see also Maver/Berkshire Corp, v. Berkshire Fashions, In¢., 76 U.S.P.Q.2d.

1229, 424 F.3d 1229, 1234 (viewing the evidence in the light most favorable to the non-moving
party, there existed disputed facts relevant to the issue of likelihood of confusion). Simply put,
Rule 56(f) is a safeguard to prevent the premature disposition of a case prior to the non-moving
party having the ability to fully flesh out the facts and adequately present its case.

Finally, upon a valid showing by the non-moving party as to why it is unable to present
the necessary opposing material, the Board should: (1) refuse to grant to the summary judgment;
(2) order a continuance in order to allow discovery to be had so that a response to the moving
party's summary judgment motion can be made; or (3) issue such other order as is just. 10B

Wright, Miller & Kane, Federal Practice & Procedure § 2740 (3d. Ed.) (2005).

C. NEITHER APPLICANT NOR THE BOARD CAN RELY ON
APPLICANT’S NON-EXISTENT RECORD ON FILE.

As a result of Applicant’s failure to attach any Affidavit attesting to the facts presented in
its Motion for Summary Judgment and failure to submit any Interrogatory, Request for
Production of Document or Request for Admission presented by either party (or their responses),
the facts of Record upon which Applicant may rely must include only those in the Pleadings
(Notice of Opposition and Answer) and do not include the six (6) Exhibits attached to
Applicant’s Motion for Summary Judgment for the reasons set forth below.

The Federal Rules and Trademark Trial and Appeal Board clearly state that:

For purposes of summary judgment only, a discovery deposition, or an answer to an

interrogatory, or a document or thing produced in response to a request for production, or

an admission to a request for admission, will be considered by the Trademark Trial and

Appeal Board if any party files, with the party’s brief on the summary judgment motion,

the deposition or any part thereof with any exhibit to the part that is filed, or @ copy of the

interrogatory and answer thereto with any exhibit made part of the answer, or a copy of
the request for production and the documents or things produced in response thereto, or

7.
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a copy of the request for admission and any exhibil thereto and the admission (or a
statement that the party from which an admission was requested failed to respond
thereto).

37 CFR § 2.127(e)(2). Other Printed Publications and Official Records may be attached as
Exhibits to a moving party's Motion for Summary Judgment and may be accepted as evidence in
support of its motion, provided they comply with 37 CFR §2.122(e)", however, pursuant to
TBMP §§528.05, et seq., such documentation may be accepted as self authenticating, without the
requirement of a Notice of Reliance or Affidavit/Declaration, only during the Motion for
Summary Judgment proceedings.

While Printed Publications may be acceptable evidence, the TTAB specifically indicates
that Internet evidence is not self-authenticating and unacceptable form of evidence to be attached
as Exhibits to a party's Motion for Summary Judgment. TBMP §528.05(¢). This information is
unacceptable as "internet postings are transitory in nature as they may be modified or deleted at
any time without notice™ Id, However, while these documents are not self-authenticating, during
Motion for Summary Judgment proceedings only, they may be authenticated by an aftidavit or

declaration per Fed.R.Civ.P. 56(¢). by a person who can clearly and properly authenticate by

identifying the nature, source and date of the materials. See Raccioppi v. Apogee, Inc., 47 USPQ

' 37 CFR §2.122 (e) provides that:

Printed publications, such as books and pericdicals, available to the general public in libraries or of
general circulation among members of the public or that segment of the public which is relevant
under an issue in a proceeding, and official records, if the publication or official recerd is
competent evidence and relevant to an issue, may be introduced in evidence by filing a notice of
reliance on the material being offered. The natice shall specify the printed publication (including
information sufficient to identify the source and the date of the publication) or the official record
and the pages to be read; indicate generally the relevance of the material being offered; and be
accompanied by the official record or a copy thereof whose authenticity is established under the
Federal Rules of Evidence, or by the printed publication or a copy of the relevant portion thereof,

A copy of an official record of the Patent and Trademark Office need not be certified 1o be offered
in evidence. The notice of reliance shall be filed during the testimony period of the party that files
the notice.
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2d 1368, 1370 (TTAB 1998) (unlike documents from Lexis-Nexis, documents from the Web
include no identification of permanent source and thus authenticity cannot be corroborated

without further authentication); and In Re Total Quality Group, Inc., 51 USPQ 2d 1474, 1476,

(TTAB 1999) (Board will not take judicial notice of on-line dictionary evidence not available in
printed format since reliability and availability cannot be confirmed).

Applicant relies on both its own responses to Opposer's Discovery Requests and the use
and/or misuse of Opposer’s Discovery Responses, by choosing those responses which may
appear in its favor without submitting the full questions and answers as Exhibits to the Record.
Applicant has provided the Board with only a partial picture of the situation, which cannot be
accepted by the Board under its rules. Any reference by Applicant to facts presented by either
party during the ongoing discovery is unacceptable, since this information was never properly
placed on the Record, even under the Board’s most relaxed Summary Judgment standards.

Therefore, the Board cannot consider any of these alleged facts without their inclusion on the

record.

Further, with regard to Applicant's six (6) Exhibits presented, three (3) of the documents
(Exhibits “D” through “F”) are clearly printouts obtained from various Internet sources, of which
none of which can be confirmed as accurate. While Exhibit “F” is allegedly produced from
Opposer’s website, this cannot be confirmed and Applicant has made no showing via Affidavit or
otherwise to confirm same. Finally, the list of Trademark Registrations and brief descriptions of
each attached as Exhibits “A” through “C” should likewise not be accepted by the Board, since
they present the specific problem addressed in the rules (that authenticity cannot be confirmed).

Assuming agruendo that Applicant's lists are acceptable, they are likewise patently flawed in that
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they contain multiple cancelled marks, pending “Intent to Use” Applications and other wholly
unrelated Registrations which will present an inaccurate picture to the Board,

Nevertheless, Applicant has failed to make any attempt at authenticating the
documentation by attaching an Affidavit attesting to their availability and authenticity.
Therefore, a motion for summary judgment unsupported by any evidence must be construed by

the Board as the equivalent to a motion for judgment on the pleadings. S&I Acquisition Co. v,

Helene Arpels. Inc., 9 USPQ 2d 1221 (TTAB 1987). Such motion may only be granted if the
non-moving party fails to raise factual issues in its pleadings. Id. Opposer’s Notice of
Opposition includes allegations of similarity of goods and services as well as both phonetic and
visible similarities in the marks which are likely to cause confusion to the public as to source of
ownership (Not. of Opp’n. 99 7-8) and claims of fame and notoriety of the PHASE FORWARD

mark, protectible against dilution by Applicant (Not. of Opp’n. 4 9-10). Thus Applicant’s

Motion should be denied outright, regardless of its unsupported arguments to which Opposer is
forced to attempt to respond.

D. OPPOSER IS UNABLE TO RESPOND TO APPLICANT’S
FACTUALLY VOID AND UNSUPPORTED ARGUMENTS.

Rule 56(f) was written just for the particular situation presented herein. Applicant
contends there exists no genuine issue of material fact for which a trial would be necessary,
however Applicant fails to place much of its relied-upon facts on the Record, presents new facts
only heard by Opposer for the first time upon reading the Motion for Summary Judgment and
leaves many arguable facts and issues open for further inquiry. Opposer below, shall respond to
cach of Applicant’s Arguments, not to the merits of Applicant’s Motion for Summary Judgment
(as this is simply impossible given the brevity of current facts in Opposer’s possession), but by

explaining what additional facts and/or documents are necessary in order to adequately respond

-10-
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to the Motion for Summary Judgment, and thus Opposer’s reasoning for its Rule 56(f) Motion
and an explanation why Opposer can thus not adequately respond to Applicant's Arguments.”

1. Applicant’s erroneous claims that Opposer has no protectibie
interest in the term “PHASE”.

There are no facts of record supporting Applicant’s argument and thus it is necessary that
Opposer be provided the opportunity to take additional discovery to determine the factual basis
and rationale, if any, behind Applicant’s argument so as to respond accordingly. Applicant's
statements disputing Opposer's rights in the term PHASE are merely conclusory comments
without adequate support or evidence and provides a list of websites and a copy of a press
release allegedly from Opposer’s web page, all of which should not be acceptable to the Board.
See Raccioppi, 47 U.S.P.Q. 2d at 1370.

Additionally, Applicant apparently ignores PFI’s Registrations for the Family of Marks
PHASE FORWARD, and two (2) design marks PF PHASE FORWARD, each registered with
the United States Patent and Trademark Office and placed on Record with Opposer’s Notice of
Opposition. None of the Registrations have been required by any U.S.P.T.O. Trademark
Examiner to disclaim exclusive right to use of the term “PHASE” and thus the USP.T.O.
likewise has acknowledged Opposer’s rights in the term PHASE. Applicant's unfound
statements that the term PHASE is generic or a common descriptive term of "a fundamental
process in Opposer's industry” is a conclusory statement not based on any fact appropriately

placed on Record.

? Should the Board refuse Opposer’s Motion under Fed R.Civ.P. 36(f) for a Continuance of the Disposition
or Deniat of Applicant’s Motion for Summary Judgment, Opposer respectfully requests an additional thirty (30)
days to substantively respond to the six (6) arguments raised in Applicant’s Motion for Summary Judgment.

-11-
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Further, should Opposer be required to respond to the merits of Applicant's argument,
Opposer will show: 1) its protected trademark rights to the term PHASE; and 2) that the term
PHASE is not the generic and/or commonly descriptive as Applicant would try to persuade the
Boeard to acknowledge, without any support for its statements. Opposer, however, respectfully
seeks the opportunity to obtain additional facts via deposition to clarify the premise behind
Applicant's argument so as to respond accordingly.

2. Applicant’s failure to substantiate its claim that it has a
protectible interest in the term “Phase”.

At this time, without further facts and additional discovery, including, but not limited to
Deposition of Applicant’s Corporate Designee(s), Opposer cannot adequately respond to this
statement. For example, Applicant claims no generally accepted meaning of the term PHASE in

its industry and lists “online shopping” as an industry it serves. Mot. for Summ. J., p.3.

Nowhere in Applicant’s Answer (or Interrogatory Responses, for that matter) has Applicant ever
indicated that it serves the online shopping industry, nor has it specified the industries it operates
in. Further clarification and exploration into this claim is necessary to determine the likelihood
of confusion with Opposer’s mark as a result of industry affiliation.

Additionally, Applicant continues to list the ever ubiquitous “e-commerce services” when
describing the services it performs. The term “e-commerece” is difficult to define, encompasses a
vastly broad range of services and has many meanings all relating to conducting business via the
Internet. Opposer attaches multiple printed publication, dictionary definitions for the term “e-
commerce” and further authenticated by Affidavit of M. Kelly Tillery, Esquire. (see Exhibit “B”
of Affidavit of M. Kelly Tillery, Esquire). It is necessary that Applicant further clarify what is
meant by his use of the term “e-commerce™ as his prior response to Opposer’s Interrogatories are

unclear imsufficient and require additional explanation via Deposition.
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Applicant continues to restate its “goods and services” description of “computer software
for online database management of content, customers and orders for use by businesses in
conducting e-commerce” without an explanation as to what is meant thereby. Clarification as to
what this description actually means in practical terms is necessary since Opposer also likewise
provides “computer software,” “online services” and management of content both on and off line
via its Electronic Data Capture programs {see Exhibit “2”, Opposer’s Interrogatory Response
Nos. 3 and 20 and Opposer’s Document Response No. 1).

Finally, Applicant’s claim of protectible interest in the mark “PHASE” as the result of an
allegedly invented acronym is clever and quite self-serving, if at all, and is based on facts not
appropriately placed on the record. Opposer has thus not been presented with facts as to why
Applicant believes it has rights to the mark PHASE (other than its unsupported claim to

ownership of the www.phase.com and a false statement that it is the owner of the Federally

Registered mark Phase Engine’). See Appl. Ans., 992, 11. Without any explanation as to what
facts Applicant relies, Opposer cannot provide an adequate response without further inquiry.

3. Applicant erroneously makes unsupported claims that the
marks are not confusingly similar.

It is impossible to adequately respond to this argument based on the limited information
received from Applicant. While Opposer may be able respond to Applicant’s claims that the
marks differ in appearance and sound, and respectfully withholds its arguments and response to

Applicant's comments; under the du Pont factor listed by Applicant (Appl. of E.I. DuPont

DeNemous & Co., 476 F.2d 1357), the mark must be viewed and compared in its entirety, not

just the alleged visible and aural differences. See du Pont, 476 F.2d at 1362 (“[r]easonable men

* Applicant alleges ownership of the mark PHASE ENGINE, Reg.No. 2882904, white the record as of the
date of Opposer’s Notice of Opposition indicated ownership in the name of another, StrategicPoini, Corp.
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may differ as to the weight to give specific evidentiary elements in a particular case™). Further,
Opposer is unable to fully determine the commercial impression and connotation of the mark
without further inquiry and responses from Applicant, including both Deposition and
clarification of its interrogatory responses. Without information from Applicant, Oppoeser cannot
argue against merits of the issue of similarity or dissimilarity of the marks.

Additionally, Applicant inappropriately includes Opposer’s Admission that PFI does not
use the term PHASE absent the term FORWARD. Assuming arguendo that the Board would

accept this fact, Applicant relies on Franklin Mint Corp. v. Master Mfr, Co.. for the proposition

that the mark should not be dissected when conducting a likelihood of confusion analysis. 667
F.2d 1005, 212 USQP 233, 234 (CCPA 1981). The dispute in Applicant’s authority was over

two similar designs for jewelry and commemorative coins in different International Classes. Id.

While Opposer will acknowledge that the marks must be viewed in their entirety, “there is
nothing improper [in applying] more or less weight... to a particular feature of a mark, provided
the ultimate conclusion rests on consideration of the marks in their entireties.” In re National

Data Corp., 753 F.2d 1056, 1058 (Fed. Cir.1985), see also, Sleepmaster Products Co. v. Am.

Auto-Felt Corp., 241 F.2d 738, 741, 113 USPQ 63, 65 (CCPA 1957). Applicant argues that

based on this one factor, the marks are not confusingly similar. While Applicant mistakes the
Copyright standard of “confusingly similar” with “likelihood of confusion”, similarity of the
marks is but one of multiple factors to which the board must examine and balance.

4. Applicant erroneously makes unsupported claims that the
description of Goods and Services are dramatically different.

At this time, without further facts and additional discovery, including, but not limited to

Deposition of Applicant’s corporate designee, Opposer cannot adequately respond to this
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statement. Simply put, based on Applicant’s Answer and limited discovery responses, Opposer
does not have the requisite facts to argue that the goods and services are “dramatically different.”

While Applicant continues to allege that Opposer does not have rights in “online database
management”, this statement is clearly erroneous as Opposer has both responded to Applicant’s
discovery evidencing a broader use of the goods than listed in Opposer’s goods and services
description. Applicant likewise fails to acknowledge both Opposer’s Common Law rights and
the applicability of the Doctrine of Natural Expansion.

Under the doctrine of natural expansion, the first user of a mark in connection
with particular goods or services possesses superior rights in the mark not only as
against subsequent users of the same or similar mark for the same or similar
goods or services, but also as against subsequent users of the same or similar
mark for any goods or services which purchasers might reasonably expect to
emanate from it in the normal expansion of its business under the mark. This is so
whether or not the first user of the mark has actually expanded its use of its mark,
after the commencement of the subsequent user's use, to goods or services which
are the same as or closely related 1o those of the subsequent user.

Mason Eng’g and Design Corp. v. Mateson Chem. Corp., 225 USPQ 956, 962 (TTAB

1985) (emphasis added, internal citation omitted). In Mason, the Oppose would need to show
additional use of the mark, broader than that listed in the Trademark Registration. Id. Opposer’s
Interrogatory Responses and Document Responses adequately show an expanded use of the mark
PHASE FORWARD beyond its goods and services description. See Exhibit “2”. Thus, as a
result of Opposer’s natural expansion of its goods and services which “reasonably emanate” into
related industries provides Opposer additional protections under the Doctrine of Natural
Expansion. Applicant has failed to address why Opposer may not engage in such reasonable
expansion and has provided no facts as to why such expansion is appropriate. Therefore, without

additional facts, Opposer cannot adequately respond to Applicant’s unsupported argument.
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5. Applicant makes unsupported claims that purchasers are
sophisticated and differ in channels of trade.

While Applicant is quick to allege that both parties goods are expensive and require
sophistication in purchase, Applicant fails to provide any support for same. Applicant’s
comments includes alleged quotes from Opposer’s Responses to Applicant’s Request for
Admissions (and even alleges Opposer’s use of “word games” employed by Opposer), yet fails

to provide the actual request or answer and makes the statement, for the first time, that its goods

are “expensive and are always purchased by sophisticated purchasers” Appl. Mot. for Summ. I,

p.6. This subject must be further addressed by deposing Applicant in an attempt to clarify
Applicant’s actual goods and services to which the PHASE mark is affixed. In sum, Applicant's
entire argument is predicated upon unsupported facts, of which many are not yet known to
Opposer, including the type of consumer, costs of goods and services, sophistication of
respective customers, efc.

Of particular interest is Applicant's comparison of the goods descriptions from the
PHASE and PHASE FORWARD marks. Applicant again describes its services as those for
"businesses in conducting e-commerce”, which is excessively broad and requires further
production of additional fact by Applicant to clarify what is meant by “conducting e-commerce”
Opposer thus restates same concerns as raised in Applicant’s Argument No. 2 as to lack of facts
to adequately respond.

Further, Applicant's second part of Argument No. 5 discusses the channels of trade for
both parties without ever placing any of the facts relied upon on the record. Opposer,
respectfuily requests the opportunity to further depose Applicant's corporate designee as its
similar claim to trade via the Internet is of specific concern to Opposer and one in which

Applicant has not fully explained its involvement.
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